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Argumente and Remarks 

The applicant tlismks the Examiner for considering this case. 

The Examiner has not entered the substitute specificatioii filed by the applicant on 
January 16, 2002 on the contention that the submitted specification does not conform to 37 
C.F.R. 1.125(b) and (c), the Examiner indicating that a marked-up copy of the substitute 
specification has not been supplied. Applicant remmds the Examiner that die current 
requirements for providing a worked-up copy of the substitute specification under 37 C.F.R. 
1.121 became effective in July of 2003. The Prduninary Amendment at issue in this case was 
filed in January of 2002. At the time the Preliminary Amendment was filed, marked-up copies of 
the specification and claims were submitted at the end of amendment documents. In reviewing 
its index of this case, the Applicant has discovered that pages 18-25 of the Preliminary 
Amendment properly included a marked-up version of the specification, under the heading ''THE 
FOLLOWING PAGES SHOW CHANGES MADE TO SPECIFICATION'' in accordance with the 
requirement$ in place at the time the Preliminary Amendjnent was filed. A copy of flie marked- 
up specification, as previously filed under Rule 121, is attached for the Examiner^s reference, 
along with a copy of the confinuation postcard received from the USPTO following the 
submission of the Preliminary Amendment Applicant therefore submits that the marked-up copy 
of the specification has akeady been submitted according to 37 C,F,R. 1.125 (b) and (c) and 
should therefore be added to the record accordingly. 

Claim 17 has been amended to correct its previously incorrectly indicated claim number 
(1) to its correct number (17). 

Claims 17-48 are currently in this case. The Examiner has rejected claims 17-20, 32-42, 
and 45-48. The Examiner has objected to claims 21-31 for being dependent on a rejected base 
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claim, but has indicated that the claims would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. Claims 43 and 44 
have been allowed. 

The Examiner has rejected claims 17-20 and 45-48 under 35 U.S,C- § 103(a) as being 
unpatentable over U.S. Patent No. 4,525.779 to Brown, Jr. ("Brown"), and further in view of 
U.S. Patent No. 4,135,497 to Meyers et al. ("Meyers"), The Examiner contends that Brown 
discloses a device having a casing with an opaque side, non-opaque side positioned to face the 
breast, thermooptical foil positioned between the casing and breast, camera, and illuminating 
system, but "does not disclose wherein a cooling box is mounted adjacent to the themiooptical 
foil to cool the foil to a constant temperature for a prcsettable amount of time when the foil is in 
contact with the breast." The Examiner further contends tliat Meyers discloses an apparatus that 
detects temperature variations for aiding early detection of malignant tissue in female breasts in 
which "film and the tissue are fen cooled for a relatively short period of time to produce a more 
sensitive color pattern on the fihn representative of the temperature variations," the Examiner 
then noting prescribed temperature ranges. The Examiner also notes that a cooling-down step 
disclosed in Meyers may be required to obtain images in die prescribed temperature range. 
Accordingly, the Examiner contends that it would have been obvious to mount a cooling box 
adjacent a thermooptical foil to cool the foil to a constant temperature for a presettable amoxmt of 
time to pToduce a more sensitized color pattern on the fihn. The Examiner then suggests that 
Brown is concerned with controlling temperature and humidity in its chamber and therefore a 
cooling device would aid in this function. 
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rcsp^tMly wvcrses ttus r^ection. Nei.ber fl» cooling opo«dons oor *e 
i^, rccordtas op«a«o.. aisoV^e* in Bn,»n or M.yo« «= >^V^y " 
ccnp^abl. u, wU«mfs disclosed cootog and imwe recoriing op«atton5. 

AppUc-rfs invention inclndc, a«nsp«r«. cooling app^aa. ^ ocn««s ™i cools »e 
for a p^settablc of time, with a camera ^cording a r«nlBng iinage on a 

a^O^ «.i, a. *c end of d» pr««.abi. a».un. of «n.,. The will no.. « 

Me^ describes a cooiing ope«don only aPpUcaUons of iu disclosed tbe^ograph-c 
in Which *e cooling s.ep is .ffec«d hy.p«««..l..y ™>-«-P«-<. """^ 
hlower «.„ op«a»s for a sh^ (.appro« one n»ute^ period of time. See Meyers « 
7. lines 24-31. cot 8. «nes 1«1. Moreover. *e coofing fan or blower (64, of Meyers is 
.pp^ntiypositionedadisiance away fiomabreast^rddoesno. contact*, fibn (18). SS^« 

— fhan nroduce an enhsnced image, actually 
na 1 If conducted, this coolaigopCTanon. rather than pioouoe 

■serves ,0 «.o« the color patt«n initially produced on th. fOn." Ss^ at col. 8. hn» 15-16. 
^us. unlilc. appUcan^s invention, an i^age is not recorded at the «,d of ti.. cooling operation. 
■ i^.Meyersrec«™»nds»that.penodof30secon^hepermit,adto,aps.after,hecoo.ing 

source is removed" for producing a sensitive color pattern. . col. 8. lines .6-t9. Only 

^ after this time lapse, is the image r^observed by a phy^cisn or patient. ^ col. 8. 

lines 18-20. 

Examiner conectiy observes that ti.e device (10) disclosed by Brown is »w.ie* 
wi* -ten^eran™ and humidity cntroUed sir" that is supplied ,0 tt,e internal portion (chamber 
aO) of the device throu^ a [Srst, tub. (36) >^ exb^rsted with a [sec^id] ti-be (37) to "aid m 
^,„„ing the temperan^ of a.e a. within tire chamhe, of the devic. 
^ ^pUcanfs invention, does no, disclose a separate and transparent cooling apparent. See 
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Brown al coL 6, lines 29-34. In Brown, "temperature and humidity controlled air is supplied on a 
generally continuous basis," and unlike applicant's invention. Brown does not specify or suggest 
that an image must be recorded at the end of a specified cooling interval or at any specific time 
with respect to the time that cooling begins or ends. Meyers similarly lacks such an indication, 
and for this reason, the applicant submits that Brown, when taken in view of Meyers, in fact 
teaches away firom applicant's invention. 

The Examiner will note that an important puipose of applicant's invention is to allow for 
the standardization of recording conditions or "settings/' such as cooling temperature and the 
duration of the cooling period, that are reproducible for subsequent or comparative testing. 
Rather than provide for the standardization of testing conditions by requiring that an image be 
recorded after a presettable amount of time has passed, both Brown and Meyers allow an image 
to be viewed by a practitioner and evaluated even before the decision of whether to produce a 
permanent record of the imago is made, presumably allowing the thennally generated image to 
continue to change and thereby destroying the time-based standardization of any subsequently 
recorded image* Brown specifically provides a pair of handle grips (13) for operating a triggering 
mechanism (25) that the practitioner can use to produce a permanent record, only after viewing a 
separate "color display discernible by [the] practitioner 12," only "if [the] practitioner 12 decides 
that a permanent record is required." See Brown at col. 5, lines 4-10. As noted above, in the 
cooling operation disclosed by Meyers, it is recommended that a period of 30 seconds be 
permitted to lapse after the cooling source is removed for producing a sensitive color pattern 
before the image is le-observed by a physician or patient. The physician or patient using the 
Meyers apparatus or method would presumably record an image using the camera (60) no sooner 
than at the end of the 30 second interval following the removal of the cooling source. 
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Smc ndto Brown Meyers <,pp=« to .«,uto recording of an imase a a precUe 
„^^tm^ i.woddapp«rU^bo«.»6renc.s.wh« Wren ttgetoer. «ach that arecordtag 
^ is incor^quentiHl. The w>i-«' fWher notes «.e ah^ of a .r«»p«ent cooling 
sppa^nrs i« eifter Applied., therrfore submit, .hat the Exannner makes an improper 

logical jump in conduding that the together would obvious the mounting of a 

cooling box adjacent th. «»nnooptical foU „ cool the M to a constant temperato., f6r a 
prescttable «»oun, of time when the foil is in contact with the breast. Such a lo^cal jump could 
be made in hindsight. Re^tMly. the appUcant remtads the Ex«m«er that the U.S. Court 
of Appeals te the Federal Circuit has cautioned against the use of hindsight to piece together 
elements of a new combination: 

A, this eou« h« suted, "virwally til 1%^]^ X^%T:^l°VS^^%0 (Fed. Cir 

Kmo^.if««*~-»— 

s:^x=s^i|:r.Spn.^w^^^^^ 

fewpalent, would ever issue. Fu>thcrn»xe,Tqctt^^ ^ 
for the claimed elements ■«'^^,f^''^^^ZZ^Zt'>^<^^^^^ of the claimed 

1551. 1554 (Fed. Cir. 1996). 
maimer claimed. 

tusiMsM, I4l> F.3d 1350. 1357. 47 USPQ2d 1453. 1457-58 (Fed. Cir. 1998). 

The appUcanf s approach of standardizing recording conditions by standardi^ng the 
amount of time that is allowed to pass before an image is reconled is simply not addressed or 
suggested by either Brown or Meyers. Even if one or both of these references were to specify 
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that an image be recorded at the end of a cooling interval, the fact that neither reference teaches 

> 

that the standardization of that interval leads to standardized testing conditions would preclude 

I 

the Examiner ftOTii sustaining such axejection under § 103 (a). See id. 

The Examiner has rejected claims 32 and 33; under 35 U.S.C § 103(a) as being 
unpatentable over Brown, in view of Meyers, and in further view of U.S. Patent No. 4.599.738 to 
Panetta ('Tanetta"). The Examiner contends that Brownjin view of Meyers discloses a casing 
having at least one opaque side and a non-opaque side; where the non-opaque side faces the 
breast The Examiner further contends that Panetta discloses a mammography compression 
system wherein the breast examination support unit canjachieve mobility that is similar to the 
variable positiomng achievable with the raulti-aiticulation arm disclosed in applicant's invention. 
The Examiner also contends it would have been obviousjto disclose mounting the casing of the 
invention on such a multi-articulation ann on an instrument oroUey due to the disclosed 

arrangement of Panetta. 

The applicant, in view of Meyers, concedes that Brown discloses an apparatus having 
both an opaque and non-opaque side and further concedes that Panetta discloses both a multi- 
articulation arm and trolley that fall within the meaning of the terais "multi-arHculation ann" and 

j 

"trolley" in claims 32 and 33. Applicant submits that bothiclaims 32 and 33 are dependent on and 
therefore narrower than claim 20. which has yet to be aUowed but which applicant beUeves is 

I 

now in a condition for aUowance. and therefore concc^s that the determination of whether 

claims 32 and 33 are allowable currently depends on t^e aUowabiUty of claim 20. Applicant 

i 

notes that Panetta does not disclose a system that faUs within the scope of claim 20, and that 
accordingly, the system of Panetta does not fall within thej scope of claims 32 or 33- 
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al ("Porrazzo")- #. ^ t/s 

Exan^er contend. B.o^ in View Of Meye. discloses a camera .^^^^^^ 

t>.«nnooDtical image and an iUuminating system for iUuminatmg 
. «cord&omwitliin the casing a thermoopticalimage . . , 

^ ' ^ r 

_ ..a . ...ea appB-^ — -^^2 

3... a^ on - - -"^^ 7 

allOTiea but which ^licmtlieUovesB now 

u .. M,,™. 34-42 are allowable cunOTtly aepenas on the 
UMt a» aetetmtoation of wheiha claims 34-12 are 

,. ..fl^Poitaizoaoes not aisclose a system witiun the 
dlowrt.ility of claim 20. The .ppl>««t «^ '■'^ 
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scope of claim 20, and that accordingly, the system of Porra^zo does not fall within the scope of 
any of claims 34-42, 

In view of the foregoing, the appUcant submit that the substitute specification is now 
acceptable for entry and further snbmits that claims 17^2 and 45-48 arc now in a condition for 
allowance. Review and allowance of the pending claims is requested. 


RespectfiiUy submitted, 


Date: July 6, 2004 



^L. Woodard 
Reg. No. 45,515 
MacDonald, Illig, Jones & Btitton LLP 
100 State Street, Suite 700 
Erie, PA 16507 
(814) 870-7664 
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PRrrifiratfi of Mailing 
I hereby certify that this document is being faxed to 703-872-9306 on the date shown 
below to the commissioner for Patepls. P. O. Box 1450. Alexandria. VA 22313-1450. 

Date: July 6, 2004 ^•^^^ — 
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